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DETAILED ACTION 



1 . This action is responsive to Appeal Brief filed 09/1 0/2007. 

Claims 2-18 and 21 are presented for examination. Claims 2-5 and 21 are independent 
claims. 

In view of the Appeal Brief filed on 09/07/2007, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection s set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

a) file a reply under 37 CFR 1 . 1 11 (if this Office action is non-final) or a reply under 

37 CFR 1.113 (if this Office action is final); or, 
(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by 
an appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal 
brief fee can be applied to the new appeal. If, however, the appeal fees set forth in 37 
CFR 41.20 have been increased since they were previously paid, then appellant must pay 
the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 
below. 



^OUG HUTTON 
SUPERVISORY PATENT EXAMINER 
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Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 2, 3, and 21 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

As to claims 2, 3, and 21 recite a computer user interface, which is merely a software 
component, i.e., computer program per se. Such claimed matter, which is non-fimctional 
descriptive material per se, is not statutory. Such claimed computer program does not 
define any structural and functional interrelationships between the computer program 
and other claimed aspects of the invention which permit the computer's program's 
fimctionality to be realized. Since a computer program is merely a set of instructions 
capable of being executed by a computer, the program itself is not a process, without the 
computer-readable medium needed to realize the computer's functionality, it is regarded 
as nonstatutory functional descriptive material. Therefore, the claimed invention is 
directed to non-statutory subject mater. 
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Claims which are broad enough to read on statutory subject matter or on non-statutory 
subject matter are considered non-statutory. Cf. In re Lintner, 458 F.2d 1013, 1015, 173 
USPQ 560, 562 (CCPA 1972) ("Claims which are broad enough to read on obvious 
subject matter are unpatentable even though they also read on nonobvious subject 
matter.") During prosecution, applicant can amend to limit the claims to statutory subject 
matter. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 4 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "the linked-to document page" (claim 4, lines 6-7) lacks antecedent basis. The 
claim has no "a linked-to document page" term that defines or supports the given 
reference. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 

application for patent by another filed in the United States before the invention by the applicant for patent, 

except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international application 

designated the United States and was published under Article 21(2) of such treaty in the English language. 

Claims 2, 3, 5, 14-16, and 21 are rejected under 35 U.S.C. 102(e) as being anticipating by 
Price et al. (US 6766494, filed June 15, 1998). 

As to claim 21: 

Price teaches a computer interface (see the Abstract) comprising: 

• a plurality of document pages (coL3; lines 35-43, col4; lines 56-42; col 5; lines 
4-15 -> notebook pages 50, 52, and 54); and 

• at least two of the document pages including links (see the Abstract, col 3, lines 
35-47, col 5, lines 16-49, col 10, lines 42-50 -> link documents ... creates ''ink 
anchors" to help readers create idiosyncratic many-to-many links), one of the 
links having a property that indicates a display format for the link (col 10, lines 6- 
22), wherein the link relates a spot in a document page with an executable object 
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(col 3, lines 35-43, col 5, lines 3-49 -> by circling and drawing a line to the 
destination. The copy 58 and the original 60 will be automatically linked together. 
Thus, annotations with surrounding text can be converted into notes ... computes 
links between the ink anchors by grouping ink marks together that have similar 
morphological or spatial characteristics). 

As to claim 2: 

The rejection of claim 21 above is incorporated herein in full. Additionally, Price teaches 
the display format of the link is based upon an examination of the content of a target 
document associated with the link (col 6, line 3z col 7, line 23 and figs, 4, 5B -> looking 
up the link target that corresponds to the location of the tap using the link database. If the 
link database includes a link that corresponds to the location of the tap then the control 
routine of the system determines a corresponding link in the link database. The control 
routine then displays the list of link targets as "annotations in context" ...to view a 
particular link target). 

As to claim 3: 

The rejection of claim 21 above is incorporated herein in full. Additionally, Price teaches 
the links has a property indicating the display update latency of the links (col 7, line 24- 
col 8, line 11 and see also figs 5A-B and 6A-6B -> user can remove an unintended ink 
anchor by erasing the anchor. Therefore, the user can correct erroneous ink anchor 
matches by erasing the anchor, rewriting the ink, and circling it again ... removes all ink 
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strokes in the link target from the ink annotation database ... routine removes the link 
target from the link ... the control routine removes the link from the link database ... the 
control routine updates the display). 

As to claim S: 

Refer to the discussion of claim 21 above for rejection. 
As to claim 14: 

Price teaches using heuristics to automatically provide a set of command choices to the 
user (col 5, lines 16-49), 

As to claim 15: 

Price teaches at least one command in the set of command choices based upon analysis of 
the user's current document context (col 5, lines 16-49). 

As to claim 16: 

Price teaches at least one command in the set of command choices based upon a set of 
commands recently invoked by the user (colS, lines 24-34), 
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Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if 
the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names Joint inventors. In considering patentability of the claims under 35 US.C. 103(a), the examiner 
presumes that the subject matter of the various claims was commonly owned at the time any inventions covered therein were made 
absent any evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor and invention 
dates of each claim that was not commonly owned at the time a later invention was made in order for the examiner to consider the 
applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a), 



6. Claims 4, 6-13, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Price in view of Hsu et al. (US 6549220, filed 06/1 999). 



As to claim 4: 

The rejection of claim 21 above is incorporated herein in full. Additionally, claim 4 
recites ''navigating to a document page and display the document page in a first display 
format; and navigating to the link-to document page and display the document page in a 
second display format, the second display fijrmat being different than the first display 
format,^' 



Hsu teaches navigating to a document page and display the document page in a first 
display format; and navigating to the link-to document page and display the document 
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page in a second display format, the second display format being different than the first 
display format (col 5, line 7'Col6, line 48). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Hsu because it would have allowed the use of the 
flexibility of free-form ink to make anchors meaningful; it would also allowed a user to 
create links more quickly and easily. 

As to claim 6: 

Hsu teaches displaying, in a display frame associated with a link in a linked-from 
document page, information about a linked-to document (colly line 58 - col2, line 47). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Hsu because it would have allowed the use of the 
flexibility of free-form ink to make anchors meaningfiil; it would also allowed a user to 
create links more quickly and easily. 

As to claim 7: 

Hsu teaches displaying, in a display frame associated with a link in a linked-from 
document page, content of a linked to document (col 7, line 58 - col 2, line 47). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Hsu because it would have allowed the use of the 
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flexibility of free-form ink to make anchors meaningful; it would also allowed a user to 
create links more quickly and easily. 



As to claim 8: 

Hsu teaches updating the display of the linked-to content at a rate specified by a property 
of the link linking the linked-from and linked-to document pages (col 4, line 61- col 5, 
line 45). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Hsu because it would have allowed the use of the 
flexibility of free-form ink to make anchors meaningful; it would also allowed a user to 
create links more quickly and easily. 

As to claim 9: 

Hsu teaches using heuristics to automatically provide most-likely-to-use links to 
additional material (coll, lines 33- 46), 



It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Hsu because it would have allowed the use of the 
flexibility of free-form ink to make anchors meaningful; it would also allowed a user to 
create links more quickly and easily. 
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As to claim 10: 

Hsu teaches providing at least one of the most-likely-to-use links based upon documents 
previously navigated to by the user (col. 5, lines 7- col. 6, line 2). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
v^as made to modify Price v^ith Hsu because it would have allowed the use of the 
flexibility of free-form ink to make anchors meaningful; it would also allowed a user to 
create links more quickly and easily. 

As to claim 11: 

Hsu teaches providing at least one of the most-likely-to-use links based upon documents 
having subject matter similar to a document being viewed by the user (col. 5, lines 7- 
col.6, line 2). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Hsu because it would have allowed the use of the 
flexibility of free-form ink to make anchors meaningful; it would also allowed a user to 
create links more quickly and easily. 



Application/Control Number: 09/457,109 Page 12 

Art Unit: 2176 

As to claim 12: 

Price teaches providing at least one of the most-Hkely-to-use Hnks based upon documents 
created by an author who is the same as an author of a document being viewed by the 
user (col. 5, lines 4-49). 

As to claim 13: 

Hsu teaches providing at least one of the most-likely-to-use links based upon documents 
created during a first time period substantially the same as a time period during which a 
document being viewed by the user was created 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Hsu because it would have allowed the use of the 
flexibility of free-form ink to make anchors meaningful; it would also allowed a user to 
create links more quickly and easily. 

As to claim 17: 

Hsu teaches at least one command in the set of command choices based upon commands 
the user has invoked most frequently in the past from contexts substantially the same as 
the user's current document context (col 6, line 13-col. 7, line 27), 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Hsu because it would have allowed the use of the 
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flexibility of free-form ink to make anchors meaningful; it would also allowed a user to 
create links more quickly and easily. 

7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Price in view of 
Fogg et aL (US 6321242, filed 02/06/1998). 

As to claim 18: 

Fogg teaches displaying at least one second link within an e-mail message document 
page, the at least one second link, upon activation, causing command code to be executed 
to perform an operation selected from the group consisting of: reply, reply to all, forward, 
and delete (see the Abstract, col 6, line 42-57, and fig, 7 & associated text). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Price with Fogg because it would have allowed web sites to easily 
update hypertext links in documents on feeder sites to point to new locations for a 
receiving site document when the document has been relocated. 

Response to Arguments 



8. 



Applicant's arguments with respect to claims 2-18 and 21 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

9. The prior art made of record, listed on PTO 892 provided to Applicant is considered to 
have relevancy to the claimed invention. Applicant should review^ each identified 
reference carefully before responding to this office action to properly advance the case in 
light of the prior art. 

Contact information 

10, Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maikhanh Nguyen whose telephone number is (571) 272- 
4093. The examiner can normally be reached on Monday - Friday from 9:00am - 5:30 
pm. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doug Hutton can be reached at (571) 272-4137. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
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applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 



800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



MN 
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